
Iam not sure who first made the statement “patents cost
money”, but I can assure you that the statement is true.
Patents cost money to obtain, patents cost money to

maintain, and patents cost money to enforce. For example, a
basic filing, search and examination fee to simply get your
patent application “in the door”, costs $1,250. If your appli-
cation is found to be patentable, an issue and publication fee
of $2,040 is due at allowance, and maintenance fees of $1,130,
$2,850 and $4,730 are due at 3.5 years, 7.5 years and 11.5
years thereafter, respectively. All of these fees are due regardless
of whether your patent ever generates any income.

FEE REDUCTIONS FOR SMALL ENTITIES
With ongoing attempts to make the patent process more
accessible, it would make perfect sense to address this issue,
which is one of the most painful aspects of the patent
process. For some time, patent fees have been reduced for
applicants that qualify as “small entities.”1 A small entity, in
this case, means 

• Any person, such as an inventor or other individual,
who has not assigned and is not under obligation to
assign rights in the invention (unless to another small
entity); 

• A small business concern with similar assignment
restrictions and which meets the size standards set
forth in 13 CFR 121.801 through 121.805; and 

• Nonprofit organizations with similar assignment
restrictions, including universities or other institu-
tions of higher education.2

These small entitles have enjoyed a 50 percent reduction in
some, but not all Patent Office fees: filing, search and exam-
ination fees, extension of time and continued examination
fees, and issue and maintenance fees.3 However, with the
enactment of the Leahy-Smith America Invents Act (AIA)
(Public Law 112-29), some of these small entities may
qualify for even further fee reductions. 

AMERICA INVENTS ACT
The Leahy-Smith America Invents Act created a new cate-
gory of applicants called micro entities. Applicants that
qualify as micro entities will be entitled to a 75 percent

reduction in certain patent fees, which are expected to
include those currently reduced for small entities, such as
filing, search and examination fees, extension of time and
continued examination fees, and issue and maintenance
fees.4 A micro entity in this case means any applicant who:

• Qualifies as a small entity, 
• Has not been named as an inventor on more than

four previously filed patent applications, 
• Did not, in the calendar year preceding the calendar

year in which the applicable fee is paid, have a gross
income exceeding three times the median household
income, and 

• Has not assigned and is not under obligation to
assign rights in the invention to an entity that had a
gross income exceeding three times the median
household income.5

The types of restrictions on a micro entity are not unlike
those to qualify as a small entity, with the clear exceptions
of the restriction in regard to previously filed patent appli-
cations and gross income. In regard to the first restriction,
an applicant who has been named as an inventor on more
than four previously filed patent applications cannot qualify
as a micro entity. However, in this case, the applicant is not
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Patents cost money to obtain, maintain and enforce, but the America Invents Act offers hope for lower fees 
for micro-entities. 

(continued on page 8)

He’ll be fine. Just have a paper bag handy next time
you tell a client the Government reduced his fees!
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Mark Your Calendar 
World Intellectual Property Day • April 26, 2012.
Scary Things in Intellectual Property • April 13, 2012

Make plans to join the TBA Intellectual Property Law
Section for six hours of CLE. This exciting program is being
presented at the Tennessee Bar Center in Nashville by
experts in the field. Topics covered in this CLE include

• Termination Rights in Copyrights
• The America Invents Act (pre-grant and post-grant)
• Social Media Panel
• Cloud Computing, SOPA and Online Privacy Issues 
• Ethics

Registration begins at 8:30 a.m., and the program runs
from 9 a.m. – 4:30 p.m. 

You register online at https://www.tnbaru.com/CLE/
catalog_course_details.php?course=7080 or by contacting
the TBA at 615-383-7421. IP

Don't forget that you can save money when you register for this program by using your three hours of prepaid CLE credits
that come with your TBA Complete Membership!
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The National IPR Center has
announced its 2011 Threat Report
and Survey. Entitled “Intellectual

Property Rights Violations: A Report on
Threats to United States Interests at Home
and Abroad,” the report cites an estimated
value of U.S.-owned intellectual property in
the billions if not trillions of dollars. It iden-
tifies a range of IP violations, including
counterfeiting, piracy, and theft of trade
secrets, and discusses where and how viola-
tions occur, who offends, and the motiva-
tions of offenders, who range from ordinary
individuals to terrorists. At 108 pages, the
full report will take some time to read but
should be of interest to anyone responsible
for combating infringement. However, a
page of key findings is worth a look by all IP
attorneys. The document can be accessed at
h t tp : / /www. ip rcen t e r. gov / repor t s /
IPR%20Center%20Threat%20Report%20and%20Survey.
pdf/view.

“Using the Bureau of Economic Analysis' count of the
flows of IPR revenue into and out of the United States as
of 2010 (as only an overall total is yet available for 2011),
IPR payments join airplane sales, business services, and
grains at the top of the U.S.' trade-surplus lists” with
receipts totaling $105 billion. “The United States accounts
for 20 percent of world GDP but American artists and
inventors collect 40 percent of royalty and license
payments.” (From Democratic Leadership Conference
“Trade Fact of the Week,” March 14, 2012).

DOMAIN NAMES
The World Intellectual Property Organization (WIPO)
reports a record number of cybersquatting cases in 2011,
with the filing of 2,764 cases covering 4,781 domain
names. Of these, the United States is the biggest user of

the system, both as complainant and as respondent. The
Internet Corporation for Assigned Names and Numbers
(ICANN) plans to expand the number of new generic Top
Level Domains (gTLDs) in 2012. Read more at
http://www.wipo.int/pressroom/en/articles/2012/
article_0002.html.

INTERNATIONAL AGREEMENTS
• Brunei-Darussalam has acceded to the Paris

Convention, with effective date of Feb. 17, 2012. 
• The Lao People’s Democratic Republic is the newest

member of the Berne Convention, effective March
14, 2012. The Lao National Assembly has also
passed a new intellectual property law that awaits
promulgation by the president.

• Colombia acceded to the Trademark Law Treaty,
effective Jan. 13, 2012; its membership will become
effective on April 13, 2012. The Dominican
Republic’s membership became effective on Dec.
13, 2011.

• Ireland ratified the Patent Law Treaty on February
27, 2012.

• Bosnia-Herzogovina acceded to the Patent Law
Treaty on Feb. 9, 2012, and the Nairobi Treaty on
Jan. 24, 2012.

• Amendments to PCT Regulations will take effect
July 1, 2012.

• Culture depositories in Japan and Germany have
announced changes in their corporate names. IP

Intellectual Property News

Speakers Khamhong Sichanthvong of the Intellectual Property Department,
Matthew Younger, American Embassy Vientiane and Steve Parker, head of
USAID project.

Director General Sitha Phouyavong addresses workshop on
Lao accession to Berne Convention. 



Protecting a brand on the internet requires a strategy
that is both proactive and reactive. Attorneys can
counsel their clients to adopt a three-party strategy:

1) Adopt and implement a social media policy; 2) Be
proactive in developing a good brand on social media plat-
forms; and 3) Have a process in place to respond quickly
to damaging information. This issue addresses the elements
of a social media policy.

The social media are easy places for employees to make
inadvertent mistakes or do intentional damage. A company
needs to educate its employees not to take actions that could
harm the brand by implementing a Social Media Policy.
Businesses must emphasize to their employees the impor-
tance and power of comments on social media platforms. It
is critical to stress that anonymity on the internet is an illu-
sion and that information published online may stay there
forever. In short, employees need to understand that their
commentary on social media sites can alter the strength of
the company’s brand. Accordingly, it is best practice to have
a Social Media Policy in place.1 The Social Media Policy
should address, at minimum, the following points: 

(1) Personal opinions. There is a significant differ-
ence between speaking about a company and speaking
on behalf of the company. An employee can easily cross
that line on social media platforms. The policy should
address this difference and provide that only certain,
pre-approved individuals have the right to speak on
behalf of the brand. Require any other employee to
include a disclaimer such as: “The postings on this site
are that of [employee’s name] and do not necessarily
represent [company]’s strategies, positions, or opinions.”
Similarly, prohibit employees from using any trademark
or logo in connection with their posts or accounts
unless they have express permission to do so.

(2) Disclosure of Employment. If an employee
posts with the company’s permission, the FTC’s Guides
Concerning the Use of Endorsements and Testimonial in
Advertising warns that the FTC can take action against
a company if an employee posts or blogs about the
company’s products or services and fails to mention the
employment relationship. The FTC further warns that
this disclosure is required even if the employee is not at
work when he or she writes the posting.2

(3) Ownership of accounts and content. Provide
that any content created on a social media platform, or
any account registered on behalf of the company, is
owned by the company. 

(4) Legal considerations. Tell your employees to
respect copyright, trademark, fair use, and financial
disclosure laws. Also, remind them of the importance
of not disclosing trade secrets or other confidential or
proprietary information on social media platforms. Be
mindful that most states, including Tennessee, require
a company to take reasonable steps to protect a trade
secret if it desires to hold confidential information as a
trade secret.3

(5) Reporting. Employees should immediately
report any negative posting regarding the company to
a designated individual or department. Swift response
to a negative post can turn a bad situation into a great
public relations situation and potentially obtain a
customer for life. Employees should be counseled
against trying to respond to negative posts and leave
that for those with express authorization to do so.

It is a worthwhile effort for businesses to make sure that
their employees’ use of social media does not harm the
company. However, if your clients’ employees have the
social media “bug” and want to post on social media plat-
forms, consider the advice in the next issue. IP

BLAKE H. GIBSON IV is an attorney with Pietrangelo Cook PLC
in Memphis, where he practices in the areas of technology law,
intellectual property (including infringement suits, licensing,
copyrights and trademarks), business litigation, and business
and tax planning. Mr. Gibson can be reached for comment or
questions at bgibson@pcplc.com.

NOTES
1. Here is a great resource for sample Social Media Policies:

Boudreaux, Chris, “Social Media Governance,” http://
socialmediagovernance.com/policies.php#axzz1fbARi5ox,
accessed March 6, 2012.

2. FTC, “Guides Concerning the Use of Endorsements and
Testimonials in Advertising,” http://www.ftc.gov/os/2009/10/
091005revisedendorsementguides.pdf, accessed March 6, 2012.

3. Consider, for example, the list of “friends” or “followers”
of the company’s official social media accounts. Technically, these
could be considered customer lists that would otherwise be
protectable under trade secret laws. While this is an unadjudi-
cated issue, it does suggest that one consider carefully the cost of
interaction on a social media platform.

4

The Power of Social Media
Part II: Brand Protection Strategies
By Blake H. Gibson IV

In a world where public opinion holds court at sites called Twitter and Facebook, what is an attorney to do to help a client
protect its brand? This article is Part II of a three-part series on The Power of Social Media. Part I, How to Damage a Brand
Name in Thirty Minutes or Less, appeared in the Jan. 2012 issue of IP and Part III, Developing a Brand on Social Media
Platforms, will appear in the June 2012 issue.
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In this issue we take a look at assignment provisions in
license agreements. The issue of assignability is
commonly addressed in all contracts. In a license

agreement, however, the ability or inability to assign could
be important to the sustainability of the intellectual prop-
erty being licensed.

A general rule on assignments is that in the absence of
a contract provision restricting assignment, a party can
assign its interest in and rights under a contract. On the
contrary, however, a license or right to use generally is not
assignable. Therefore, while a party wishing to have the
right to assign a typical contract might be pleased with
silence in the contract on assignability, a licensee needs to
make sure the license agreement expressly addresses the
assignability of the license.

Now, a typical assignment provision in a license agree-
ment offered by the licensor might look something like this:

Licensee may not assign or transfer its interests in
or rights under this Agreement without the prior
written consent of Licensor. Any attempt to assign this
Agreement by Licensee without Licensor’s written
consent shall be null and void.

Unless a licensee determines it will never have a need
to assign the license, the licensee will have to push for revi-
sions to the assignment provision. In today’s corporate
world, it is fairly a common situation for a licensee
company to reorganize its structure or to distribute its
assets among related entities or affiliates. Under a typical
assignment provision like the one above, a licensee’s shift
of its intellectual property assets to a holding company or
a subsidiary would constitute a transfer that would breach
the typical assignment provision above. The merger or
acquisition of the licensee would also run afoul of the
assignment provision prohibition.

As a result, Licensees usually seek revisions to the
assignment provision that expressly provide that consent
is not to be unreasonably withheld and include an excep-
tion to the consent requirement to allow for a party’s reor-
ganization, which would allow assignment without having
to obtain the other party’s consent.

The revised assignment provision might look some-
thing like this:

Neither party may assign or transfer its interests in
or rights under this Agreement without the prior
written consent of the other party; provided, that a
party without obtaining consent may assign to the

surviving party to any merger, reorganization or consol-
idation, or a party acquiring of all or substantially all
of its assets. Any attempt to assign this Agreement by
Licensee without Licensor’s written consent shall be
null and void.

An interesting and currently unsettled point under
Tennessee law concerns the silent consent clause. The
silent consent clause is a clause in an assignment provision
that provides that one or both parties can prevent an
assignment simply by not giving its consent and where the
agreement omits any standard that the consenting party
has to meet to withhold consent. The example given above
of a typical assignment provision contains a silent consent
clause. Most parties believe that, a situation involving a
silent clause, the consenting party can withhold consent
in its sole discretion. A Tennessee Appellate Court decision
in Oct. of last year, however, found in at least one type of
contract that the “general duty of good faith and fair
dealing” applies to the right to withhold consent for an
assignment when no standard is set forth in the Agree-
ment. Dick Broadcasting Co. Inc. of Tennessee v. Oak Ridge
FM Inc., No. E2010-01685-COA-R3-CV  (Oct. 19,
2011) ( good faith and fair dealing standard is implied in
contract regarding radio programming). Therefore, if a
party desires to prohibit the other party from assigning
without its consent regardless of reason, then I suggest use
of the following language:

Licensee may not assign or transfer its interests in
or rights under this Agreement without the prior
written consent of Licensor, which consent to be deter-
mined by Licensor in its sole discretion.

Here is one final detail on assignability in license agree-
ments. A typical license grant provision usually indicates
that the licensee is “hereby granted a limited, nontransfer-
able license and right to use.” In order to avoid confusion
between an assignment provision that may allow assign-
ment under certain circumstance and this apparent total
prohibition against transfer of the license, the licensee
needs to require that the license grant’s restriction state
“licensee is hereby granted a limited, nontransferable
(except as permitted under this Agreement) license and
right to use.” IP

SCOTT THOMAS is a member of Bass Berry Sims. He can be
reached at sthomas@bassberry.com

Contracting 101: Tips and Tricks
Assignment Provisions: To Assign or Not to Assign, 
That is the Question
By G. Scott Thomas
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The Berne Convention for the Protection of
Literary and Artistic Works requires its members
to protect two distinct types of rights: economic

rights, and moral rights, or droit moral. Berne Article 6bis
provides for the protection of two moral rights: the right
to claim authorship of the work and to object to any
distortion, mutilation or other modification of, or other
derogatory action in relation to the work, which would be
prejudicial to the author’s honor or reputation. 

Economic rights protect the author’s right to profit
from his or her work by controlling such acts as repro-
ducing or selling copies of the work, modifying it, and
publicly reciting, performing, or displaying, respectively,
a literary, dramatic, or artistic work. Infringement is seen
as a wrongful taking of the author’s rights. This approach
provides for a market-based reward that, in the words of
the United States Constitution, “promote[s] the Progress
of Science and useful Arts, by securing for limited Times
to Authors and Inventors the exclusive Right to their
respective Writings and Discoveries. U.S. Const. Art I,
Sec. 8, Cl. 8. Without the prospect of economic gain,
authors may not invest the time and creative effort needed
to produce new works, and publishers, producers, and
broadcasters may not invest the money needed to make
those works available to the public. United States copy-
right law primarily focuses on an author’s economic rights,
where it sets a high standard of protection.

Moral rights arise from a different legal theory, the
French concept that an author’s works are an aspect of the
author’s personality. Under the French view, moral rights
are perpetual and inalienable. Some countries adopt this
position, while others adopt a more limited approach. 

U.S. law takes a limited approach to moral rights,
devoting only a single article, 17 U.S.C. 106A, to the
subject. That article provides only for the rights of attri-
bution and integrity — and limits those rights to authors
of works of visual arts. Authors of other types of works —
books, plays, movies, software — must find some other
legal basis on which to base a moral rights claim —
assuming that their claim is not foreclosed by work for
hire provisions, under which the employer or commis-
sioning party is the “author” of such works. 

By focusing on economic rights, U.S. law supports the
development and profitability of copyright-based industries
that contribute to the U.S. economy and promote American
culture. In an economic context, moral rights of authors may
be seen primarily as a hindrance to the commercial exploita-
tion of literary and artistic works. While economic rights are
the lifeblood of copyright, many — perhaps most — authors
care very much about their moral rights. At a minimum,
they want credit for their work, and they hope it will endure.
These desires are reflected in industry practice in the
performing arts, where program booklets and film credits
acknowledge a large variety of contributors. 

MORAL RIGHTS 
Unlike U.S. practice, many countries give moral rights a
more prominent role and provide a much richer assort-
ment of moral rights of authors. The term moral rights
refers to a cluster of rights that vary from country to
country and may include the following:

• Right of attribution or authorship, or right of
paternity (droit à la paternité)
The author has the right to be named as author, adopt
a pseudonym, or remain anonymous; to prevent attri-
bution of the author’s work to another; and to prevent
the use of the author’s name in connection with a
work the author did not create or that has been so
modified. Associated rights may include:
• Right of publicity: The author’s name must

appear on the original and all copies and in all
publicity materials. 

• Right to name work: The name or title the
author has given the work must be indicated. 

• Reverse right of attribution:The author has the
right to prevent the use of his or her name on
work the author did not create.

Collectively, these rights protect the author’s ability to
claim and enjoy credit for the work. This cluster of rights
promotes at least two socially beneficial policy interests:
encouraging honest business practices, and promoting the
disclosure of works or freedom of expression. Honest busi-
ness practices are encouraged by providing a means to
prevent the misappropriation of an author’s work or name,
and legal redress if such acts occur. The right of attribution,
which allows an author to publish under his or her own
name or to publish anonymously or pseudonymously,
promotes disclosure and the author’s freedom of expression.

• Right of (public) disclosure (droit de divulgation)
The author has the right to determine whether,
when, and how a work will first be made available
to the public. 

The moral right of public disclosure provides an excep-
tion to the general policy favoring the disclosure of new
things, including works of authorship. 

• Right of integrity (droit au respect de l’oeuvre)
The author has the right to object to any distortion,
mutilation, or modification of the work. Associated
rights may include:
• Right of association: The author has the right

to prevent the use of the work in association with
a product, service, cause or institution.

• Right to withdraw (from publication) or
modify (droit de retrait ou de repentir): The
author has the right to withdraw work from

Thinking Globally
Moral Rights: The Other Copyright
By Judy Winegar Goans
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publication or to modify it, even after transferring
economic rights. 

• Right of access: The author has the right to
demand access to his or her original work even
after ownership of the physical embodiment of
the work has been transferred.

• Right to prevent destruction: In a few coun-
tries, the author has the right to prevent the
destruction of a work of art.

• Right of repair: The author may have the right
to repair a work of art.

These rights give the author continuing control over
the work, even where the author has transferred economic
rights and even where the author has transferred owner-
ship of the tangible object in which the work is expressed.
This control contributes to the author’s freedom of expres-
sion and protects the author’s interest in his or her repu-
tation and honor but may impinge on the rights of the
assignee, the rights of the owner of the tangible object in
which the work is embodied, and the societal interest in
preserving works for posterity. 

Under French law, this right is conceived as being

subjective to the author, while in common law countries,
the right to object to a modification must typically meet
a more objective standard, requiring an author to establish
that a reasonable person would find the relevant modifi-
cations to be prejudicial to the honor or integrity of the
author in the particular circumstances in which the modi-
fications were made. Some countries limit the enforce-
ment of these rights, particularly as to architectural works,
for reasons of public interest, for example, for reasons of
safety or public convenience. These limitations may apply
even under French law, where an administrative court
upheld the removal of a sculpture that was believed to pose
a danger to children playing nearby.1 IP

JUDY WINEGAR GOANS is a Principal Associate at Nathan
Associates Inc., an economics and management consulting
firm in Arlington, Va. 

NOTES
1. “Artists Moral Rights,” Stichting Egress Foundation,

http://www.egressfoundation.net/egress/index.php?option=com
_content&view=article&id=88&Itemid=368#[19] (citations
omitted), accessed June 27, 2011.

Our single greatest asset is the innovation
and the ingenuity and creativity of the
American people. It is essential to our pros-
perity and it will only become more so in
this century.” 

— President Barack Obama
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considered to be named on a previously filed application
if the applicant has assigned or is under an obligation to
assign all ownership rights in the application as the result
of the applicant’s previous employment.6 Good news for
former employees. 

In regard to the second restriction, an inventor’s gross
income would need to be considered when paying each
applicable fee (i.e., a filing fee, extension fees, and possibly
maintenance fees ). At the payment of each fee, 35 U.S.C.
123 (a)(3) must be satisfied. This becomes challenging as
median household incomes rise and fall, and inventors
find themselves drifting between the different fee sched-
ules. It seems likely, although not yet stated, that if
payment errors are made, corrections would simply fall in
line with the rules for a small entity at 37 C.F.R. 1.28(c),
which states that,

the error will be excused upon: compliance with the sepa-
rate submission and itemization requirements of para-
graphs (c)(1) and (c)(2) of this section, and the deficiency
payment requirement of paragraph (c)(2) of this section. 

Also, much like the restrictions on a small entity, the new
applicant category of micro entity has been drafted to
extend further benefits to institutions of higher education.
That is, a micro entity also includes applicants employed
by institutions of higher education as defined in section
101(a) of the Higher Education Act of 1965 (20 U.S.C.
1001(a)) or where the applicant has assigned or is under
an obligation to assign an ownership interest in the appli-
cation to such an institution of higher education.7

PROPOSED FEE REDUCTIONS 
AND IMPLEMENTATION TIMELINE
Unfortunately, the reduced fees for the micro entity are
not yet available and await action by the U.S. Patent and
Trademark Office to set fees for filing, searching, exam-
ining, issuing, appealing, and maintaining patent applica-
tions and patents, “using the fee setting authority provided
for in Section 10 of the AIA.”8

On Feb. 7, 2012, after working with IP stakeholders,
the U.S. Patent and Trademark Office took the first step

in setting fees through the regulatory process provided
under authority in the AIA. The office announced the
publication of proposed fees, including micro entity fees,
for all of its patent services. The office announced a 17-
month implementation timeline,9 shown below, for
setting fees. This would place estimated completion
around Feb. 2013. The proposed fee schedule10 would
raise a number of current fees but provide the reductions
provided under the AIA.

Once the fees are set and become effective, it will be a
pleasure to notify some clients of a fee reduction for a
change. The new applicant category of micro entity is a
good step toward benefitting the occasional inventor
applicant, as the applicant category of small entity was a
good step toward benefitting the small inventor applicant.
Both categories are very deserving of any benefit, and as a
practitioner, I will welcome the opportunity to provide
such good news with an otherwise hefty bill. IP

RONALD GRUBB is of counsel at Roylance, Abrams, Berdo &
Goodman LLP in Washington, D.C., and practices primarily in
the area of patent prosecution.

NOTES
1. 35 U.S.C. Section 41(h)(1).
2. 37 C.F.R Section 1.27.
3. United States Patent and Trademark Office Fee Schedule,
Effective Sept. 26, 2011.
4. Public Law 112-29, Section 10, Sept. 16, 2011.
5. 35 U.S.C. 123.
6. Id.
7. Id.
8. “Fees And Budgetary Issues,” http://www.uspto.gov/
aia_implementation/fees.jsp, accessed March 13, 2012 .
9. “17 Month Implementation Timeline,” http://www.uspto.gov/
aia_implementation/17mos-timeline-micro.pdf, accessed March
14, 2012.
10 The proposed fee schedule is available online at http://
www.uspto.gov/aia_implementation/fee_setting_ppac_hearing_
attachment_1-table_of_patent_fee_changes_7feb12.pdf.
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